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The purpose of this research is a comparative study on relevant legislative

provisions on proof of damages in trademark infringement in Thailand and foreign
countries so as to propose the directions the law should be improved and developed. The
research is based mostly on Thai and foreign existing legislations and all sources of
academic papers and articles as well as various court precedents in relation to the proof
of damages in trademark infringement cases.

The research shows that the absence of a clear identification or
definition of what is to be considered an infringing act, the absence of
categorization of damages and the absence of a clear method for proof of
damages in the current Trademark Act B.E. 2534 (as amended 2543...) have
resulted in a lack of clear and suitable criteria for both the parties to prove
damages and the court to grant damages. Unlike the Thai law, all these
requisites seem to have long been in existence in relevant legislation of many
other foreign countries and Thailand could have thus studied it as a precedent

and see if it should be applied to the Thai law as appropriate.

This study has proposed an amendment of the present Trademark
Act by which (a)infringing  acts; (b) categories -of -damages; (c) criteria for proof
of damages; (d) the defendant’s right to defend against the plaintiff's evidences and

(e) the extent to which the court can exercise its discretion should be clearly

addressed.
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(1) Any person who shall,without the consent of the registrant...

(a) use in-Commerce any reproduction, counterfeit, copy, or
colorable imitation of a registered mark in connection with the sale, offering for
sale, distribution, or advertising of any goods or services on or in connection with
which such use is likely to cause confusion, of-to cause mistake, or to deceive;
or

(b) . reproduce, counterfeit, copy or colorably imitate a registered
mark and apply: such reproduction,-counterfeit ©copy, or colorable imitation to
labels, signs, prints, packages, wrappers, receptacles or advertisements intended to
be used in commerce upon or in connection with the sale, offerring for sale,
distribution, or advertising of goods or services on or in connection with which
such use is likely to cause confusion, or to cause mistake, or to deceive.

shall be liable in a civil action by the registrant for the remedies

hereinafter provided......
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2 Margreth Barrett, Intellectual Property — Patents, Trademarks & Copyrights (The
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® Michael H.Beirman and Jeffrey D.Wexler, “Toward a Reformation of the Test for
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“Any Person who, on or in connection with any goods or services, or any container
for goods, uses in.-commerce -any .word, term, name, symbal,.or device or any combination
thereof, or any false designation' of origin, false- or-misleading description of fact, or false or
misleading representation of fact, which.....

(A) is likely to cause confusion,or to cause mistake, or to deceive
as to the affiliation, connection, or association of such person with another person, or as to
the origin, sponsorship, or approval of his or her goods, services, or commercial activities by
another person, or

(B) in commercial advertising or promotion, misrepresents the
nature, characteristics, qualities, or geographic origin of his or her or another person’s goods,
services, or commercial activities,

shall be liable in a civil action by any person who believes

that he or she is or is likely to be damages by such act...”
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10. Infringement of registered trade mark
(1) A person infringes a registered trade mark if he uses in the
course of trade a sign which is identical with the trade mark in relation to goods or
services which are identical with those for which it is registered
(2) A person infringes a registered trade mark if he uses in the
course of trade a sign where because---
(a) the. sign-is identical- with-the trade mark and.is used in
relation to goods or- services-similar to- those for which ‘the trade mark is registered. Or
(b) the sign is similar to the trade mark and is used in relation to goods or
services identical with or similar to those for which the trade mark is registered,
there exists a likelihood of confusion on the part of the public, which includes
the likelihood of association with the trade mark.
(3) A person infringes a registered trade mark if he uses in the
course of trade a sign which-
(a) is identical with or similar to the trade mark, and
(b) is used in relation to goods or services which are not
similar to those for which the trade mark is registered,

where the trade mark has a reputation in the United Kingdom and
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the use of the sign, being without due cause, takes unfair advantage of, or is detrimental to,
the distinctive character or the repute of the trade mark.

(4) For the purposes of this section a person uses a sign if, in
particular, he-

(a) affixes it to goods or the packaging thereof,

(b) offers or exposes goods for sale, puts them on the market
or stocks them for those purposes under the, sign, or offers or supplies services under the
sign;

(c) imports or exports goods under the sign; or

(d) uses the sign on business papers or in advertising.

(5) A person who applies a registered trade mark to material
intended to be used for labelling or packaging goods, as a business paper, or for
advertising goods or services, shall be treated as a party to any use of the material which
infringes the registered trade mark if-when. he japplied-the-mark -he knew or had reason to
believe that the application..of ‘the mark ‘was not duly  authorised by the proprietor or a
licensee.

(6) Nothing in the preceding provisions of this- section shall be
construed as preventing the use of a registered trade mark by any person for the purpose
of identifying goods or services as those of the proprietor or a licensee.

But any such use otherwise than in accordance with honest practices in industrial
or commercial matters shall be treated as infringing the registered trade mark if the use
without due cause takes unfair advantage of, or is detrimental to, the distinctive character or
repute of the trade mark.)

8 W.R.Cornish, Intellectual Property, 3" edition. (London:Sweet & Maxwell,1996), pp.616-

617.
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37. -The following acts shall be deemed to be an infringement of a trademark
right or of a right of exclusive use:

(i) use of a trademark similar to the registered trademark in respect
of the designated goods or designated services, or use of the registered trademark or of
trademark similar thereto in respect of goods or services similar to the designated goods or
designated services;

(i) acts of holding, for the purpose of assignment or delivery, designated
goods, or goods which are similar to the designated goods or designated services and to
which or on the packaging of which the registered trademark or a trademark similar thereto

has been applied;

(v) .acts -of holding: articles-bearing- a reproduction of. the-registered
trademark or a trademark similar thereto for the purpose of ‘using such trademark in respect
of the designated goods or designated services or of goods or services similar thereto;

(vi) acts of assigning -or delivering, or of holding, for the purpose of
assignment or delivery, articles bearing a reproduction of the registered trademark or a
trademark similar thereto, for the purpose of causing such trademark to be used in respect
of the designated goods or designated services or of goods or services similar thereto;

(vii) acts of manufacturing or importing articles bearing a reproduction of
the registered trademark or a trademark similar thereto for the purpose of using such
trademark, or causing it to be used, in respect of the designated goods or designated
services or of goods or services similar thereto;

(viii) acts of manufacturing, assigning, delivering or importing, in the
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(1) the act of using an indication identical with or similar to
another person’s name, tradename, trademark, container or packaging of goods, or any other
indication used for the identification of goods of another person, which is widely known in
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4. Accrual of Trade Mark Protection
Trade mark protection shall accrue
1. by registration of a sign as a trade mark in the Register kept at the
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2. through the use of a sign in the course of trade insofar as the sign
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14. Exclusive Right of the Proprietor of a Trade Mark; Injunctive Relief; Damages

(1) The acquisition of trade mark protection pursuant to Section 4 shall
confer on the proprietor-of -the trade-mark -exclusive rights therein.
(2) Third parties shall be prohibited-from using in the course of trade,
without the consent of the proprietor of the trade mark,
1. any sign which is: identical with the trade mark in relation to
goods or services which are identical with those for which the trade mark is protected;
2. any sign where, because of its identity with, or similarity to, the
trade mark and the identity or similarity of the goods or services covered by the trade mark
and the sign, there exists a likelihood of confusion on the part of the public, including the
likelihood of association between the sign and the trade mark; or
3. any sign which is identical with or similar to the trade mark in
relation to goods or services which are not similar to those for which the trade mark is

protected: where the trade mark has a reputation in the Federal Republic of Germany and
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where the use of that sign without due cause takes unfair advantage of, or is detrimental to,
the distinctive character or the repute of such trade mark.
(3) If the prerequisites specified in subsection (2) are met, the following, in

particular, shall be prohibited:

1. affixing the sign to goods or to their packaging or wrapping;

2. offering the goods, putting them on the market or stocking them
for these purposes under that sign;

3. offering or supplying services under that sign;

4. importing or- exporting the goods under that sign;

5. using the sign on business papers or in advertising.

(4) Without having the consent of the proprietor of the trade mark, third

parties shall be prohibited in the course of trade from

1. affixing a sign which is identical with or similar to the trade
mark to packaging .or. wrappings or .to. means- of -marking such-as-labels, tags, sewn-on labels
or the like;

2. offering packaging, wrappings or the means of marking under a
sign which is identical with or similar to-the trade mark, putting them on the market or
stocking them for these purposes under that sign; or.

3. importing or exporting packaging, wrappings or means of marking
under a sign which is identical with or similar to the trade mark,

If there is a risk that the packaging or wrappings are being used for the
packaging or the wrapping of goods or services, or the means of marking for marking
goods or services, in respect of which, pursuant to subsections (2) and (3) , third parties would

be prohibited from using that sign.
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4.1.1.2 audavig (Damages)
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"(a) Profits, damages and costs; attorney fees

When a violation of any right of the registrant of a mark registered in the Patent and

Trademark
Office, or a violation under section 1125(a) of this title, shall have been established in any civil
action arising under this chapter, the plaintiff shall be entitled, subject to the provisions of
sections 1111 and 1114 of this title, and subject to the principles of equity, to recover (1)
defendant’s profits, (2) any damages sustained by the plaintiff, and (3) the costs of the action. The
court shall assess such profits and damages or cause the same to be assessed under its
direction. In assessing profits the plaintiff shall be required to prove defendant’s sales only;
defendant must prove all elements of cost or deduction claimed. In assessing damages the court
may enter judgment, according to the circumstances of the case, for any sum above the amount
found as actual damages, not exceeding three times such amount. If the court shall find that the
amount of the recovery based on profits is eithern inadequate or excessive the court may in its
discretion enter judgement for such sum as the court shall find to be just, according to the
circumstances of the case. Such sum in either of the above circumstances shall constitute
compensation and not a penalty. The court in exceptional cases may award reasonable attorney
fees to the prevailing party."

? James M. Koelemay, Jr., “A Practical Guide to Monetary Relief in Trademark Infringement

Cases”, The Trademark Reporter, Vol.85, No.3 (May — June 1995) : p.283.
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99 5)
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aguued ludeluaudenieluseasiny (AR Getty Petroleum Corp. v. Bartco Petroleum

Corp., 858 F2d 103,113,8 USPQ 2d at 1339-44 (CA 2 1988)
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Section 35 (a) WuituAmUsy ualidodnduiduamauny (Compensation)

4.1.1.4 al¥a1e (Costs)

Tdualds1ed NQW NI Lanham Act @1y Section 35 (a) 14
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Fence Co.Inc., 468 F Supp 975,208 USPQ 314; (SD Ala 1979) uazad Frontie Co., V.
Dr.Pepper Co., 361 F2d at 127 fn 9,149 USPQ at 716-717 (CA 5 1966) ) °

4.1.1.5 anmingnny (Attorney’s Fee)

"(b) Treble damages for use of counterfeit mark
In assessing  damages under subsection (a) , the court shall, unless the court finds
Extenuating circumstances, enter judgment for three times such profits or damages, whichever is
greater, together with a reasonable attorney's fee, in the case of any violation of section 1114(1)
(a) of this title...."
* James M. Koelemay, Jr., “A Practical Guide to Monetary Relief in Trademark

Infringement Cases”, The Trademark Reporter, Vol.85, No.3 (May — June 1995) : p.264.

® Ibid., p.305.
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® Ibid., p.300.

" Ibid., p.301.
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¢ Margreth Barrett, Intellectual Property (The Professor Series), p.122.

9Anthony L.Fletcher and David J. Kera, ed., The Trademark Roporter (Annual Review),

Vol.89, No.1 (January — February 1999) : p.117.

10 Anthony L.Fletcher and David J.Kera, ed., The Trademark Reporter (Annual Review).,

Vol.83, No.6 (November — December 1993) : p.1107.



75

lg)’ Y 19 A 9

o a A P gy Y o A Y 2 yy Y q Y o
NITMASIUADU 9 ulﬂ LWWNL!fﬂ‘i'ﬁ]\i"llﬂal?mﬂﬁ‘Vﬂ’ﬁ16’ﬁl!ﬂWGIN11@]LLﬂWLﬁ'fJW1EJﬁ]$G]®QLH]\ﬂWW1!fNTLl

QU

@ J 1 J @ < aa o a @ J 3 =
E]EJﬂ”I’i“I/I'iT]Jﬁ’N‘HﬁWthﬁE]EJﬂ’N 10 U uaw”anuﬂim1/1miwmmﬁuﬁﬁmﬂanuumaﬂiwu

Jd [ Y 9 o M 1 I
sz Tominvesy wilnanudemsondaliimsduneuneunld "

Tagagudanguuenieanuienisaazmavesansgomsnieygiald

sy & A a 4 o A , . o
Tansailudvesdnslunieanuenmsamansanzidounas lu'ldvanziioumusais ondesnnderenaluy

gY

' {0 ' ¢ a A a ' { & ° '
dauiduslsuazamnalseTond audomeolnd Andowemu@y @wm) imafludimualiiesaly

' 1
A =

' ~ =) Ao o a Y dy 1 an ~ a = ag 1o
ﬁﬂEJ‘I/IIi]‘ﬂﬂ!,ﬁﬂ”lﬂﬁﬂﬂL'ﬂ@!”ﬂi’lHﬁﬂﬂWﬁ%‘,mﬂ"l@ u’ﬂﬂi]"lﬂuGluﬁiuellﬂ\1’JfﬁﬂWiLfJEJ’Jfﬂﬂ’NiJLﬁﬂ‘ﬂWﬂﬂim’ﬁ]u 9 T]iJGIJ“]f@l’J

v 9
) Y =

a o Jo v Ao & o Y o A 9 A a Y va a o Ao
Nuuuiﬂ‘ﬂﬂENﬁ"Ill15ﬂ"llf)(lﬁﬂ]allﬂ1ﬁ\1ﬂ11ﬂ§@\islf')ﬂT]'JLLﬁgﬂ'lﬁ\iclﬁﬂ']a']ﬂﬁuﬂ']ﬂagulﬂllﬂ@ﬂﬂﬁmwuq NIUAN

a

srwazidean lavivaue 11

4.2 dszanvesanFarenazismsdeeanasriglunfaziliaanslinses

mJmmiﬁ’mmn;,]ﬁmtmazmammﬂizmﬂé’anqﬂ

=

A ' an = = .
luiseanudorine (Damages) UagITNITLFSIYIAINNULT Y118 (Remedies) VYD
k2

Y v [
Uszmadanguiliivaninaminiengrungniiinannngrmealoanyaionss 1aun nguuienIoa

" unifyaan eeengy ;

" 1118.(36) Destruction of -infringing articles

In any action arising under this chapter, in which a violation of any right of the
registrant of a mark registered in the Patent and Trademark Office, or a violation under section
1125(a) of this title, shall have been established, the court may order that all labels, signs, prints,
packages, wrappers, receptacles, and advertisements in the possession of the defendant, bearing
the registered mark or, in_the case of a violation of section 1125(a) of this title, the word, term,
name, symbol, device, combination thereof, designation, description, or representation that is the
subject of the violation, or any reproduction, counterfeit, copy. or colorable imitation thereof, and all
plates, molds, matrices, and other means of making the same, shall be delivered up and
destroyed. The party seeking an order under this section for destruction of articles seized under
section 1116(d) of this title shall give ten days' notice to the United States attorney for the
judicial district in which such order is sought (unless good cause is shown for lesser notice) and
such United States attorney may, if such destruction may affect evidence of an offense against
the United States, seek a hearing on such destruction or participate in any hearing otherwise to

be held with respect to such destruction."
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"> T.A.Blanco White and Robin Jacob, Kerly’s Law of Trade Marks and Trade Names,

Twelfth edition. (London : Sweet & Maxwell,1986), p.327.
" untigaaneongy ;
...."(2) In an action forinfringement all such relief by way of damages, injunctions,

accounts or otherwise is available in respect of the infringement of any other property right...”
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" untigaianieengy:

“2... (1) A registered trade mark is a property right obtained by the registration of the trade
mark
under this Act and the proprietor of a registered trade mark has:the rights and remedies provided by this
Act.
(2) No proceedings lie to prevent or recover damages for the infringement of an
unregistered trade
mark as such; but nothing in this Act affects the law relating to passing off.”

'® Amanda Michaels, A Practical Guide to Trade Mark Law, Second edition. (London :

Sweet & Maxwell, 1996.), p.137.
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“15. Order for erasure, & c. of offending sign
(1) Where a person is found to have infringed a registered trade mark, the court
may make
an order requiring him--
(a) to cause the offending sign to be erased, removed or obliterated from any
infringing
goods, material or-articles in_his possession, custody or control, or
(o) ifiit is not reasonably practicable for the offending sign to be erased,
removed or
obliterated, to secure the destruction of the infringing goods, material or articles in question.
(2) If an order under subsection (1)is not complied with, or it appears to the court
likely
that such an order would not be complied with, the court may order that the infringing goods,
material or articles be delivered to such person as the court may direct for erasure, removal or

obliteration of the sign, or for destruction, as the case may be...”
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4.3.1.2 auaee (Damages)

wonnadustlsiinas 38 (1) 141 yaia Fudaluanas 38 (2) 694
ﬂ‘

w

Toyaya WududmdnmasilusesnmsGonaudene’3 fail

Z umiyaaneeengy ;

38 (1) "Where the owner of a trademark right or of a right of exclusive use claims,
from a person who has intentionally or negligently infringed the trademark right or right of
exclusive use, compensation for damage caused to him by the infringement, the profits gained by
the infringer through the infringement shall be presumed to be the amount of damage suffered
by the owner"

* Zentaro Kitagawa , General Editor., Doing Business In Japan (Volume.4), p.vi.3-64.

* Ethan Horwitz, World Trademark Law and Practice (Volume 2), p.(JAP) 7-25.
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* unigaianiusengy ;

..."38(2) The owner of a trademark right or of a right of exclusive use may claim,
from a person who has intentionally or negligently infringed-the trademark right or the right of
exclusive use, an amount. of money which he would normally be entitled to received for the use
of the registered trademark, as the amount of damage suffered by him..."

® Kasuko Matsuo, ed., The Trademark Reporter (Annual Review), Volume.90 No.2 (March -

April,2000) : pp388-389.

" Ethan Horwitz, World Trademark Law and Practice (Volume?2), p. JAP (7-24)

(Footnote.66,69.1)
® Ibid., p.(JAP.) 7-25.
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* Arthur Wineburg, ed., Intellectual Property Protection in Asia, p. 5-51.0.

“ Ibid.
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(90) " 36.- (1) The owner of a trademark right or-of a right of exclusive use may
require a person who is infringing or is likely to infringe the trademark right to right of exclusive
use to discontinue or refrain from such infringement.

(2) The owner of a trademark right or of a right of exclusive use who is acting
under the preceding subsection may demand the destruction of the articles by which the act of
infringement was committed, the removal of the facilities used for the act of infringement, or other
measures necessary to prevent the infringement...."

® Ethan Horwitz, World Trademark Law and Practice (Volume.2), p.JAP. (7-26).
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* Ibid (Footnote 78).
“ ymignanusengy ;
(Application mutatis mutandis of Patent Law)
39. - Section 103 (presumption of negligence), Section 105 (production of documents)
and Section 106 (measures for recovery of reputation) of the Patent Law shall apply mutatis

mutandis to the infringement of a trademark right or a right of exclusive use.
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(Measures for recovery of reputation)

106. - Upon the request of a patentee or exclusive licensee, the court may, in lieu of
damages or in addition thereto, order a person who has injured the business reputation of the
patentee or exclusive licensee by infringing the patent right or exclusive license, whether
intentionally or negligently, to take the measures necessary for the recovery of the business
reputation.

® Ethan Horwitz, World Trademark Law and Practice (Volume 2), p. JAP. (7-25) Footnote 74.
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T unmiyganesangy;
14(6)'Any person who undertakes such infringing action intentionally or negligently
shall be liable for compensation to the proprietor of the trade mark for damage suffered
therefrom."
“ ynmiyganusangy;
14(7)"Where an employee or an authorized representative undertakes such infringing
action in a business establishment, the proprietor of the business establishment may be sued by
the proprietor of the trade mark to enjoin such use and, where the employee or authorized
representative has undertaken such action intentionally or negligently, compensation for damages

may also be claimed from the proprietor of the business establishment."
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" 15. Exclusive _Right of  the Proprietor. of a Commercial. Designation; Injunctive Relief;
Damages

(1) The acquisition of protection for a commercial designation shall-confer on its
proprietor of exclusive right.

(2) Third parties shall be prohibited from using in the course of trade, without
authorization, the commercial designation or a similar sign in a manner capable of causing
confusion with the protected designation.

(3) Where the commercial designation has a reputation in this country, third parties
shall also be prohibited from using the commercial designation or a similar sign in the course of

trade if there is no risk of confusion within the meaning of subsection (2) , where the use of that
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sign without due cause takes unfair advantage of, or is detrimental to, the distinctive character or
the repute of the commercial designation..."

* ‘Isabel M. Davies, General ed., SWEET&MAXWELL'S EUROPEAN_TRADE. MARK

LITIGATION, p.306.

* Dennis Campbell, General ed., International Protection of Intellectual Property (Germany /

Trade and service marks), (FT.Law & Tax; Oct 1996), pp.Ger/31-32.
*" |sabel M.Davies, General ed., SWEET & MAXWELL'S EUROPEAN TRADE MARK

LITIGATION HANDBOOK, p.307.

* umigaian weengy ;
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"18. Claim to Destruction
(1) Where the cases referred to in Sections 14,15 and 17 are applicable, the proprietor
of a trade
mark or a trade designation may require the destruction of the unlawfully marked products that
are in the possession of the infringer or are in his property unless the infringing nature of the
products can be removed in some other way and the destruction is disproportionate, in the
individual case, for the infringer or the proprietor.
(2) Subsection (1) shall also apply mutatis mutandis to devices that are the property
of the
infringer and are used or intended exclusively or almost exclusively for the unlawful marking of a
product..."
* unmiyaian B10Ingy ;
“16 Reproduction of a Registered Trade Mark in Reference Works
(1) If the reproduction of a registered trade mark in a dictionary, encyclopedia, or similar reference work
gives the impression that it constitutes the generic name of the goods or services for which the trade
mark is registered, the proprietor of the trade mark is entitled to demand of the publisher of the work
that'the reproduction of the trade mark be accompanied by an indication that it is a registered trade

mark

(3) Subsection (1) and (2) shall apply mutatis mutandis if the reference work is marketed in the form of
an electronic database, or if access is granted to an electronic database containing a reference

work.”
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1803UU (German Supreme Court) AR BBC v. DDC (1982) G.R.U.R. 1.420]

© ymigynanieseng ;

"19. Claim to Information
(1) Where the cases referred to in Sections 14, 15 and 17 are applicable, the infringer
may be
required by the proprietor of a trade mark or commercial designation to give information as to
the origin and distribution channels of the unlawfully marked product, without delay, unless this is
disproportionate in the individual case.
(2) The person required to give information under subsection (1) shall give particulars
of the
name and address of the manufacturer, the supplier and other prior owners of the product, of the
trade customer or the principal, and also in respect of the quantity of products that have been
manufactured, dispatched, received or ordered...."

*" Isabel M. Davies, General ed., SWEET&RMAXWELL'S EUROPEAN TRADE MARK

LITIGATION, pp.308-309.
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* James M. Koelemay, Jr., “A Practical Guide to Monetary Relief in Trademark
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Section 1117 (35) (a)
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circumstances of the case, for any sum above the amount found as actual damages...”
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