(EV)
(European Patent Convention : EPC)

22.166662"
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L

101

4 (1)
(patentable subject matter) (2) (useful) (3) (novelty)
(4) (non-obvious) 1

' U
(anything underthe  thatis made by man)2
(abstract ideas)
(law of nature) (physical phenomena)3
(USPTQ)
(business methods)
(product of nature)
1908 (the Second

Circuit Court of Appeal) Hotel Security Checking Co. V. Lorraine Co.

(160 F. 467, 2d Cir. 1908)

1983 Paine, Webber, Jackson & Curtis, Inc. V. Merrill Lynch,
Pierce, Fenner & Smith Inc. 4

1 United States Code, Title 35, Section 101.

2 Diamond V. Chakabarty, 206 USPQ 193 (1980).

3 Rubber Tip Pencil Co. V. Floward, 87 . . (20 Wall.) 498, 507 (1874).
4564 F. Supp. 1358 (D. Del. 1983).
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Merrill Lynch
(done by hand)
(unpatentable)
(business methods)
' 1998
(business methods or methods of doing business)
(patentable) State Street Bank 5

(business methods)

(technical effect)

.. 1790

“The Congress shall have power ... to promote the progress of science and
useful arts, by securing for limited times to authors and inventors the exclusive right to
their respective writings and discoveries."

5149 F. 3d 1368 (Fed. Cir. 1998).
6 , : . 2
( : ,2544), 18,
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(copyright)
(writings) (authors)
(science) (patent) (discoveries)
(inventors) (useful arts)
11
. 1952 (The Patent Act of 1952) 100
\ " (invention)
7
(Utermann)
1
(product of
nature) (DNA)

(product of nature)

7 United States Code, Title 35, Section 100.
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(invention) Merck and Co. V. Olin
Mathieson Chem. Corp. (253 F.2d 156, 116 USPQ 484-488 (4th Cir. 1950))
12

@ new and useful
composition of matter) "8

1951
Ex parte Foster (90 USPQ 16 (P.0. Bd. App. 1951))

70
(product of nature)

1977 re Bergy (563 F.2d 1031,
195 USPQ (BNA) 344 (CCPA 1977))

1980
Diamond V. Chakrabarty (206 USPQ 193 (1980))
(product of nature)
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" (anything under the made by man)9

101
0

(1) (process)

2) (machine)

(3) (manufacture)

(4) (composition of matter)

(5)

(any new and useful improvement thereof)
@)
100 * !

(process)

“The term “process” means process, art or method, and includes a new use of a
known process, machine, manufacture, composition of matter, or material’

91.
10 United States Code, Title 35, Section 101.



4

@
(machine)
3
(manufacture)
(4
(composition of matter)
(combination of two or more chemical)
(materials)
©

(any
new and useful improvement thereof)

il Deborah E. Bouchoux, Intellectual Property The Law of Trademarks.
Copyrights. Patents, and Trade Secrets (New York : West Legal Studies, 1999).



( ,
)
* " (invention)
(business methods)
1.2
101
"2
103
"B
3

L (new)

102

i United States Code, Title 35, Section 101.
B United States Code, Title 35, Section 103.

42
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(public use) (on sale)
1, (abandoned),
12

2. (non-obvious)
b (to be
nonobvious to a person having ordinary skill in the area of technology
related to the invention)

(prior ar)
(nontechnical and objective factors)
(commercial  success),
(long-left need) [§
3. (useful) (present value to
humanity) (practical
application)

" " (anything under

u United States Code, Title 35, Section 102.

b Deborah E Bouchoux, Intellectual Property : The Law of Trademarks
Copyrights. Patents, and Trade Secrets.

() Graham v. John Deere Co., 383 . . 1(1966).



the  thatis made by man) I/
" (produce a useful, concrete and tangible result)1

13
J
(Guidelines)
(USPTO) :
(Manual of Patent Examing Procedure : MPEP)
L (laws of nature)
9
(scientific truths) (mathematical algorithms)
2. (natural phenomena)
(magnetism) (electricity)
i Diamond V. Chakrabarty (206 USPQ 193 (1980)).
B re Alappat (33 F.3d 1526 (Fed. Cir. 1994)).

D , ;

44

88.
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(practical application)2

3. (abstract ideas)

14 ,

(USPTO)
(Examination ~ Guidelines  for
Computer-Related Invention : Guidelines) 28 .. 1996

(computer-related invention)

(Examination Guidelines for Computer-Related Invention)

(Guidelines)
(applications) (claims) (computers)
(hardware) (software)
(Examination Guidelines for Computer-
Related Invention)

| re Breslow, 616 F.2d 516,519-21,205 USPQ 221,225-26 (CCPA 1980),
ik re Wanmerdam, 33 F.3d 1354, 1360, 31 USPQ 2d 1754, 1759 (Fed. Cir.
1994).



46

(computer)
(computer program)
(Examination
Guidelines for Computer-Related Invention)
(applicant)
(claims)
(search) (prior art)
(claims) 101
2
(claims) 2
(product claims)
: (things)
(machine) (manufacture)

(composition of matter)
(process  claims)
(acts)

(claims) 102
103 A

United States Code, Title 35, Section 101.
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(computer-related process)

1) (computer-related process)
(outside computer)

()

(computer program)

(computer)

(mold)

(robot)

(computer data)

" (real world)

3 Sue Ann Mota, “Internet business method patents-the Federal Circuit
vacates the preliminary injunction in Amazon.com v. Bamesandnoble.com,” The John Marshall
Journal of Computer & Information Law 19 (Spring 2001) : 523-534.

2 The United States, Department of Commerce, Patent and Trademark Office,
“Examination Guidelines for Computer-Related Invention,” 61 Federal Regulations 7478 (February
28, 19%).
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(real world)

(real world)
2) (computer-related process)

(practical application)

(cache) (hard
disk)
(computer)
(Guidelines)
(computer program)

(mathematical algorithm)
(practical  application)

(USPTO)
(Manual of Patent Examining Procedure
MPEP) 1
(MPEP)
(USPTO) ! (business  methods or

methods of doing business)
(MPEP) 1996
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(MPEP) 7
2000
(MPEP) 8 2001
(MPEP) (claims)
(methods of doing business)
(claims)
(process claims)

(business method patents)

Amazon.com, Inc. V.
Barnesandnoble.com, Inc., 73 F.Supp.2d 1228 (W.D. Wash. 1999)

(USPTO)
(new)
(non-obvious)
(useful) Raskind
" %
ya) The United States, Patent and Trademark Office, "Manual of Patent
Examining Procedure : Section 2106.” Available from : http://lwww.uspto.gov [2004, March]
5 Leo J. Raskind, “The state Street Bank decision : The bad business of

unlimited patent protection for methods of doing business,” 10 Fordham Intell. Prop. Media & Ent.
L.J-.61 (1999).


http://www.uspto.gov
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() State Street Bank

() State Street Bank

() State Street Bank
() State Street Bank

Ex
parte Abraham (1868 Cornm'r Dec. 59,59 (Comm'r Pat. 1868))
, (methods of hbook-keeping)

United States Credit Sys. Co. V. American Credit Indemnity Co. (53 F.
818,819 (S.D.N.Y. 1893))

Hotel Security Checking Co. V. Lorraine (160 F. 467 (2d Cir. 1908))
! : ' (methods of
means for cash registering and accounting checking)

1] n

(bookkeeping) (new)

(obvious)

(subject matter)

1 1889 * " (automated financial

management)
( 395,781 395,782 395,783)



5l

(method) (apparatus)
7/
(computer-related
invention)
(process)
1971 3,573,747 ‘

: " (Communication System
for Effectuating the Sale or Exchange of Fungible Properties between Subscribers)

(business method
patents)

Rand, McNally & Co. V. Exch. Scrip-Book Co. (187 F. 984 (7t Cir. 1911))

(railroad fare coupon
book)

Cincinnati Traction Co. V. Pope (210 F. 443 (6t Cir. 1913))

(coupon hook
with detachable parts)
Paine, Wehber, Jackson & Curtis, Inc. v. Merrill Lynch, Fenner & Smith,
Inc.

(financial services method that linked individual accounts)

i The United States, Patent and Trademark Office, “White Paper on
Automated Financial of Management Data Processing Methods (Business Methods)." Available from
- htp:/www.usDto.aov/iweb/menu/busmetho/index.html [2001, February 6]


http://www.usDto.aov/web/menu/busmetho/index.html

52

(business methods)
State Street Bank
5,333,184
(call message recording for telephone systems) ( AT&T V. Excel
Communications, Inc.)

5,745,681
(Stateless Shopping Cart for the Web) Microsystem
5,794,207
(Reverse Auction) Priceline.com Priceline.com
4 1996 11 1998
5,960,411
(One-click buying) Amazon.com
Amazon.com 12 1997
28 1999

State Street Bank 1998

(business method patents)
Amazon.com Priceline.com

() State Street Bank

State Street Bank & Trust Co. V.
Signature Financial Group, Inc. (149 F. 3d 1368 (Fed. Cir. 1998))

Signature *
" (data processing system for hub and spoke financial services
configuration)



(process)

State Street Bank
2
Diamond V. Chakrabarty (447 . . 303,206 USPQ 193
(1980))

! " (anything under

the  thatis made by man)

State Street Bank AT&T V. Excel
Communications, Inc. (172 F.3d 1352, 1358, 50 USPQ 2d. 1447, 1452 (Fed. Cir. 1999))

B Jason Taketa, “The future of business method software patents in the
international intellectual property system," Southern California Law Review (May 2002).
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(produce a useful, concrete and tangible result)

State Street Bank AT&T V. Excel
Communications, Inc.
Y
(process) (Internet
search methods) , (delivery of postage)
(Internet  server access control)
(electronic shopping carts) 3
" (commercial utility) \ " (technical
effect doctrine) Kl

(technical feature)

(business method patents)
5,774,870
(an online shopping rewards program)
CilckReward

Y Matthew G. Well, “Internet business method patent policy,” Virginia Law
Review (June 2001).

3 William . Wiese, "Death of a myth : The patenting of internet business
models after State Street Bank,” Intellectual Property Law Review. 17 (2000).

Kl Michael Chissick and Alistair Kelman, Electronic commerce : Law and
practice. 2rdedition (London : Sweet & Maxwell, 2000).
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5,794,207
(Reverse Auction) Priceline.com
5,794,210
(@ method for
compensating users for paying attention to an advertisement information
distributed over a computer network such as the Internet)
5,797,127
(a
system for the purchase of airline tickets in which facilities are provided for
users to purchase an ‘option to buy' a certain ticket at a certain price)
Priceline.com
5,799,285

(@ method and system for enabling a small seller to register its goods
for sale through a third party distributor)
5,855,008
(@ system that
provides financial incentives for citizens to view political messages on the

Internet)
5,960.411
(One-click buying) Amazon.com
6,018,721
(method and system for improved
collateral monitoring and control) Citibank

State Street Bank

State Street Bank
(business
state street



56

Bank

State Street Bank
(USPTQ)
(USPTO)
1998
1,300 420 2000
7,800
899 2001
10,000 433 2

] g " (novelty)
(mathematical algorithm)
(methods of doing business) 3
5,926,796

" (non-obvious)
3

2 Wynn Coggins, “Business methods still experiencing substantial growth-
report offiscal year 2001 statistics," Last Modified on November 15, 2001. Available from :
httD:/lIwww.usDto.aov/iweb/menu/pbmethod/fv2001 strport.html

3 Frank . Dahn, “Methods of doing business,” Journal of the Patent Office
Society 85, 91 (1991).
A Larry A. Dimatteo, “The new problem of business method patents : The

convergence of national patent laws and international internet transactions, in Symposium Article : E-
Commerce inthe digital millenium The legal ramifications of the DMCA and business method
patents,” Rutgers Computer and Technology Law Journal. (2002).


http://www.usDto.aov/web/menu/pbmethod/fv2001
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A
.. 1999 Amazon.com
(Federal District Court) Barnesandnoble.com
411 Amazon.com
(One-click buying) Amazon.com
Barnesandnoble.com * "
(Express Lane) 411
Amazon.com
Amazon.com
(1) (Likelihood of Success on the
M erits) Barnesandnoble.com
411 (obvious)
(prior art) Barnesandnoble.com
(Express Lane) (any claims)
411
411
Barnesandnoble.com Barnesandnoble.com
(prior art)
Barnesandnoble.com 411
(key)
(One-click
buying) (nonobvious)
411 (simple)

(expert)



411 (innovative)
(One-click buying)
(ordinary skill)
(commercial success),
(long-left need)

58

411
(nonobvious)
411
Amazon.com (Express Lane)
Barnesandnoble.com
(One-click buying) Amazon.com Barnesandnoble.com
411 Amazon.com
2) (Irreparable Harm)
Amazon.com
Amazon.com
Barnesandnoble.com
Amazon.com
(loyalty)
(3) (Balance of Hardship)
Bamesandnoble.com (Express Lane)
411 Barnesandnoble.com

Amazon.com
(One-click buying)
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(4) (Public Interest)
(Internet) (electronic
commerce)
(innovation)
Amazon.com '
Amazon.com
Barnesancinoble.com
(Express Lane) (bond) Amazon.com
10,000,000 d

(business method patents)
(sui generis)

d Amazon.com, Inc. v. Bamesandnoble.com, Inc., 73 F.Supp.2d 1228 (W.D.
Wash. 1999).
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15

State Street Bank !

: ! .. 1999 (The Inventors

Protection Act as part of the Intellectual Property and Communications Omnibus Reform
Act of 1999) “First Inventors Defense” ~ “prior user” ¥

(USPTO)

(prior art)
(USPTO) ‘
" (Business Method Patents Initiative)

" (second look doctrine)
State Street Bank
705 1

(Class 705 entitled “Data Processing :
Financial, Business Practice, Management, or Cost/Price Determination”)

3

R} United States Code, Title 35, Section 273,
3 Shelia M. Ryan and John M. Bagby, “An idea whose time has come :
Patenting software and husiness methods,” Business Law Today 33, 37 (February 2001).
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“White Paper” ‘
( )" (Automated Financial or
Management Data Processing Methods (Business Methods))

(search)
(prior art) (second-level review)
705
13 n (nEW) 13 n
(non-obvious)
(The  American
Intellectual Property Law Association) “White Paper”
(White Paper on Patenting Business Methods : AIPLA White
Paper) 9
1
2.
3.
4,
5
8
3 The United States, Patent and Trademark Office, “Patents : PTO to add

additional layer to review of electronic commerce business methods," 59 PTCJ 710 (March 31,
2000).
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6.
1.
8.
18
)
k!
3 American Intellectual Property Law Association, White Paper on Patenting

Business Methods (November 27, 2000) :

L Business method inventions should remain protected under the same
framework of laws under which other inventions are protected.

2. Nospecial test or interpretation of the patent laws should be applied to
business method patents.

3. United States inventors of business method patents should not be
substantively or procedurally disadvantaged compared to their foreign
competitors by changes in . . patent laws.

4. The PTO should collect non-patent business methods prior art, including
material describing business methods not implemented on a computer.

5. The PTO should continue to hire more examiners with business backgrounds,
such as MBAs, and should aggressively improve the skills and training of new
examiners.

6. Congress should restore to the PTO full use of fees collected in order to fund
these improvements.

7. The current laws should be amended to provide for third party reexamination
procedures with a right of appeal to the Federal Circuit, and with no estoppel
attaching to PTO decisions not reviewed by the Federal Circuit.

8. The new laws regarding publication of . . applications after 18 months
should be allowed to have their effect.
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“The Business Method Patent

Improvement Act”
8

(prior art)

(business method) (business method
invention)

()" -

9. The first inventors defense should be interpreted broadly to encompass all
claims to methods of doing business regardless of the form of the claims.
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( ) 13 n

g (

)
@ Iy
(business practice)
)
State Street Bank “White Paper”

7y H R 5364

Business Method Patent Improvement Act of 2000 (Introduced in the House)
SEC. 2. DEFINITIONS.
Section 100 of title 35, United States Code, is amended by adding at the end the
following:
(f) The term ‘business method' means—
(1) a method of"
(A) administering, managing, or otherwise operating an enterprise or
organization, including a technique used in doing or conducting business; or
() processing financial data;
(2) any technique used in athletics, instruction, or personal skills; and
(3) any computer-assisted implementation of a method described in paragraph (1)
ora technique described in paragraph (2).
(g)  Theterm 'business method invention' means-
(1) any invention which is a business method (including any software or other
apparatus); and
(2) any invention which is comprised of any claim that is a business method.
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" (business methods or methods of doing business)
‘ " (Business Method Patents Initiative)
(USPTO)
(second look doctrine)

' " (Data Processing
- Financial, Business Practice, Management, or Cost/Price Determination)

“The Business Method Patent Improvement Act'

4
(technical  character)
(technical teaching)
(European
Patent Convention : EPC)
(new) (inventive step)
(capable of industrial application)&
4 Keith Beresford, Special report : Patenting software under the European

Patent Convention (London : Sweet & Maxwell, 2000).
p EPC, Article 52 (1) UK Patent Act 1977, Section 1 ().
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(business  methods)

(.. 1961-1965)
(methods of doing business)
: (method of
calculation) 1969

1971
(business methods or methods of doing business)
(EPC)

(European Patent Office : EPQ)
(EPC)

(EPO)

(new) (inventive step)

B Notice from the European Patent Office dated 26 March 2002 concerning
business method. Available from : http://www.european-patent-
office.ora/news/info/2002 03 25e.htm


http://www.european-patent-office.ora/news/info/2002_03_25e.htm
http://www.european-patent-office.ora/news/info/2002_03_25e.htm

6/

(business methods or methods of doing business)

(methods of doing business)

(technical effect)

| (commercial utility)

(novelty) (non-obvious)
(useful)
2.1
(EPC) 52
1)
(industrial application) (new)
(inventive step)

@) @)

() (discoveries) (scientific theories)

(mathematical methods)
() (aesthetic creations)
()

(schemes, rules and methods
for performing mental acts, playing games or doing business, and program
for computers)

() (presentation of information)
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L (industrial application)
2. (novelty)
3 (inventive step)
(technical effect) (technical
contribution)
/ (business
methods) 1999 (EPO)
(quidelines)

(technical character)

1999 (European Commission)

(Study Contract ETD/99/B5-3000/E/106 on the Economic Impact of Patentability of
Computer Programs) z
" 3

2. (computer
program) (computer)



69

4
20 2000 (European Commission)
(Directive)
(computer-implemented  inventions) (Directive)
5
(Directive)
(business methods)
(technical contribution) (technical
feature)
(technical effect)
70022/85 (0J EPO 1990)
(Document Processing Abstracting) IBM
4 Larry A. Dimatteo, “The new problem of business method patents : The

convergence of national patent laws and international internet transactions, in Symposium Article : E-
Commerce inthe digital millenium : The legal ramifications of the DMCA and business method
patents,” Rutgers Computer and Technology Law Journal.

b Proposal for a Directive on the patentability of computer-implemented inventions -
Frequently asked question. Available from :
httD://leuropa.eu.int/comm/intemal market/en/indcroD/comp/02-32.htm
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T0854/90 (OJ EPO 1993)
(method of operating self-service machine)

(cash dispenser) (machine-
readable card)

399.805B
829,056
(Internet) (credit card)
2.2
1@ .. 1977
(EPC)  °©

()
()
()
() (2)%

5 UK Patent Act 1977, Section 1 (1).
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1@ L1977 ,
() (discoveries) (scientific theories)
(mathematical methods)
() (literary) (dramatic) (musical)
(artistic work) (aesthetic creations)

()

(schemes, rules and methods for performing
mental acts, playing games or doing business, and program for computers)
() (presentation of information)4

(technical effect)8

& UK Patent Act 1977, Section 1 (2).
B Patent Notices : Patent Act 1977  Interpreting Section 1(2). Available from :
http:/www.Datent.aov.uk


http://www.Datent.aov.uk

12

Bilgrey Samson Limited (Patent Decision of the Patent
Office  0/577/01)

Dell USA LP (Patent Decision of the Patent Office
0/177102) 1 (Internet)

2.3 )

(EPO)
(technical effect doctrine)

(technical feature)
(EPO) (Guidelines)
‘ "
(The Chartered Institute of Patents Agents
Guide to the Patent Act 1977 : CIPA)
(EPO) (technical feature)
1 Q

B EPO Guidelines €, Chapter IV, 1.2 (ii).
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(technical feature)

1 2001 (European Patent
Organization)
2001 (EPO)
(business methods)
(technical effect) 9

" (Technical Effect Doctring)
(EPO)

(EPO)
“ " (Technical Effect)

DAvailable from : http://www.european-p3tent-office.ora/news/pressrel/l2001 08 13 e.htm


http://www.european-p3tent-office.ora/news/pressrel/2001_08_13_e.htm
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